
Via Hand Delivery December 10, 2< 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE / y^^ 



Patent Application of: 
He et al. 

Application No.: 10/021,002 

Filed: December 19, 2001 

For: Human Prostatic Specific Reductase 



Docket No.: PF150D2 

Group Art Unit: 1642 
Examiner: Not Yet Assigned 





RESPONSE TO INFORMAL NOTICE UNDER 42 U.S.C. S 2182 

RECEIVED 

DEC 1 8 2002 

GROUP 3600 



ATTN: LICENSING AND REVIEW SECTION^ S0> % 

Commissioner for Patents 4fx ^ >. ^ ^ 

Washington, D.C. 20231 XX > p n J 

Sir: 



In response to the Informal Notice mailed on May 20, 2002, Applicants respectfully 
assert that 42 U.S.C. § 2182 is not applicable to the above-captioned application, and thus no 
statement should be required. 

However, assuming arguendo that the Informal Notice is proper, Applicants submit 
herewith the statement required by 42 U.S.C. § 2182, executed by the Attorney of Record for the 
above-captioned application. Accordingly, the Informal Notice and 42 U.S.C. § 2182 have been 
fully complied with. 

No fee is believed due in connection with this submission. However, should the Patent 
Office determine otherwise, please charge the required fee to Deposit Account No. 08-3425. 



Dated: December 10, 2002 



Respectfully submitted, 



KKH/LJH/FR/ba 



Lin J. Hymef 

Registration No.: 45,414 
HUMAN GENOME SCIENCES, INC. 
9410 Key West Avenue 
Rockville, Maryland 20850 
(301)251-6015 
Attorneys for Applicant 
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DECLARATION UNDER 42 U.S.C. § 2182 GROUP 3600 

1. I, Lin J. Hymel, Reg. No. 45,414, Attorney for Applicants, Customer Number 
22195, hereby declare and state, on behalf of the inventors of record, as follows: 

2. The inventors of record made and conceived the invention described and claimed 
in U.S. Application No. 10/012,002, filed on December 19, 2001. 

3. The inventors of record made and conceived the above invention while employed 
by Human Genome Sciences, Inc. The above invention is related to the work the inventors of 
record were employed to perform and was made within the scope of their employment duties. 
To the best of my knowledge, the above invention was made during working hours and with the 
use of facilities, equipment, materials, funds, information, and services of Human Genome 
Sciences, Inc. 

4. To the best of my knowledge, the above invention was not made or conceived in 
the course of, or in connection with, or under the terms of any contract, subcontract, or 
arrangement entered into with or for the benefit of the United States Atomic Energy 
Commission or its successors Energy Research and Development Administration or the 
Department of Energy. 

5. I declare further that all statements made herein of my own knowledge are true, 
and that all statements made on information and belief are believed to be true, and further that 
these statements were made with the knowledge that willful false statements and the like so 
made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code, and that such willful false statements may jeopardize the validity of the 
application or any patent issuing thereon. 

Dated: December 10, 2002 Respectfully submitted, 

By_ — - 




Lin J. Hymel 

Registration No.: 45,414 
HUMAN GENOME SCIENCES, INC. 
9410 Key West Avenue 
Rockville, Maryland 20850 
(301)251-6015 
Attorneys for Applicant 
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In re Patent Application of: Docket No.:PF150D2 
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Application No.: 10/021,002 Group Art Unit: 1642 TECH CENTEp^t)00/290 
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REQUEST FOR CORRECTED PUBLICATION UNDER 37 C.F.R. § lv221(b)' 
DUE TO MATERIAL OFFICE MISTAKE 

RECEIVED 

Box pgpub DEC 1 8 2002 

Commissioner for Patents ^ 

Washington, D.C. 20231 GROUP 3600 

Sir: 

Applicants respectfully request a corrected publication of the above-listed application 
pursuant to 37 C.F.R. § 1.221(b) due to a material mistake made by the U.S. Patent and 
Trademark Office. In particular, the publication (US 2002/0150578 Al) improperly lists the 
filing date and the Application Serial Number of the International Application to which the 
instant application claims benefit under 35 U.S.C. § 119(e). 

The above mistake is apparent from Office records, as the Application Data Sheet and 
the first paragraph of the present application each contain the correct serial number and date of 
priority application. A copy of the first page of the published priority application is attached as 
Exhibit A. Moreover, the above mistake is material, because the improper priority claim affects 
the identification of the correct PCT priority application and use of the published application as 
prior art under 35 U.S.C. § 102(e). In particular, without the correct date for the priority 
application being listed, an examiner or member of the public would be unable to determine the 
correct effective date of the publication as a reference for at least some of the subject matter 



disclosed therein. In order to make such a determination from the present publication, an 
examiner or member of the public would first be forced to obtain the correct priority information 
from the Office, thus undermining the use of the publication (and published applications in 
general) for § 102(e) purposes. 

Accordingly, Applicants respectfully request that a corrected publication of the above- 
listed application be made pursuant to 37 C.F.R. § 1.221(b). 

No fee is believed due for this submission. In the event that a fee is required in 
connection with this submission, please charge the required fee to Deposit Account No. 08- 



3425. 



Dated: December 10, 2002 



Respectfully submitted, 




Lin J. Hymel 
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9410 Key West Avenue 
Rockville, Maryland 20850 
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Attorneys for Applicant 
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LEGAL DEPARTMENT 
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To: Group 1600 Customer Service Center 
U.S. Patent and Trademark Office 



Fax 703-746-9195 



From: Brenda Allen (301) 340-3459 

for Lin J. Hymel (Reg. No. 45,414) 



Re: Application Serial No. 10/021,002 (Any. Docket No. Pf 150D2) 



TRANSMITTING: 

1 . Request for Corrected Filing Receipt (2 pages); 

2. Copy of Filing Receipt with correction noted thereon (2 pages); and 

3. Copy of page 1 of Specification and page 3 of Application Data Sheet 
filed with instant application, along with a copy of the PTO date- 
stamped postcard evidencing receipt of same (3 pages). 



If you xpenence any difficulty receiving this transmission, 
please contact Brenda Allen at 301-340-3459 

i"hc information contained m thus facsimile mc*»»gc i» information piotocted by aiwrncy-Uitni unuVor trie attorney/ wojk product 
privilege. It is intcrujcd on|> for the use ot the individual named above and the privilege^ arc not *atvcd by viruii; of tin* having 
been *cni Py facsimile if the person actually receiving (hi* futwrniic or any oirtcr reader of inc facsimile is not the named 
recipient 01 inc employee or agent responsible tu deliver it to inc namca icop»cnt. any use, a. iScr11iLi14i.ua. distribution or copying 
of it* iroiuniutiicaliun is strictly prDbibiird If you nave icccivec this communication m error, picture immediately notity us by 
tcJcpnone una return the original message w *t l^e above allures vwUS Postal Service 



Received from < 3013098439 > at 12110/02 5:04:59 PM [Eastern Standard Time] 



Frora-HGS PATENT DEPT 




3013098439 



T-417 P. 02/08 F-278 



Dec-10-02 05:03pm 



via Facsimile Transmission to 
Group 1600 Customer service 

(703/746-9195) DECEMBER 10, 2002 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of: 
He et al. 



Docket No.:PFl50D2 



Application No.: 10/021,002 



Group Art Unit: 1642 



Filed: December 19, 2001 



Examiner: Not Yet Assigned 



For: Human Prostatic Specific Reductase 



REQUEST FOR CORRECTED FILING RECEIPT 



Commissioner for Patents 
Washington, DC 20231 

Dear Sir: 

Applicants hereby request that a corrected Filing Receipt be issued and sent to the 
undersigned representative. Specifically, the following correction is requested: 

1. Under the heading Domestic Priority as claimed bv applicant , please change 
-WHICH IS A CIP OF PCT/US95/08127 06/29/1995*" 1 to read 
—WHICH IS A CIP OF PCT/US95/01S27 01/20/1995-. 
In support of the above request, Applicants submit herewith a copy of first page of the 
Specification and a copy of page 3 of the Application Data Sheet filed in the instant application, 
along with a copy of the PTO date-stamped postcard evidencing receipt of these items with the 
initial application papers. A copy of the Filing Receipt with the correction noted thereon is also 
attached. 

Applicants additionally request that all pertinent U.S. Patent and Trademark Office 
records relating to the subject application be changed to reflect this correction. 
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Applicants believe no fee is due with this request because the error was generated by the 
Patent and Trademark Office. However, if a fee is due, please charge our Deposit Account No. 
08-3425. 



Dated: (£ dcq^wJr^ 2<7*Z, Respectfully submitted, 



By 4~ L U^f — Q 

Lin J, Hymel 1 

Registration No.: 45,414 
HUMAN GENOME SCIENCES, INC. 
9410 Key West Avenue 
Rockville, Maryland 20850 
(301)251-6015 
Attorneys for Applicant 
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HUMAN PROSTATIC SPECIFIC REDUCTASE 
CROSS REFERENCE TO RELATED APPLICATIONS 

[0001] This application is a divisional of U.S. Application No. 09/123,386, filed July 
27, 1998, allowed, which is a divisional of U.S. Application No. 08/464,400 filed June 5, 
1995 7 now U.S. Patent No. 5,786,204 which is a continuation-in-part of International 
Application No. PCT/US95/01827 filed January 20. 1995. which was published by the 
International Bureau as International Publication No. WO96/22360 on July 25, 1996 in 
English, each of which is hereby incorporated by reference in its entirety. 

INTRODUCTION 

[0002] This invention relates to newly identified polynucleotides, polypeptides 
encoded by such polynucleotides, and the use of such polynucleotides and polypeptides as 
part of a diagnostic assay for detecting the presence of prostate cancer and prostate cancer 
metastases. The polynucleotides and polypeptides of the present invention are human 
prostatic specific reductase, and are sometimes hereinafter referred to as "PSR". 

BACKGROUND OF THE INVENTION 

[0003] Carcinoma of the prostate has long been regarded as an unpredictable disorder 
which makes sound therapeutic decisions in evaluating the results of different types of 
treatment very difficult. Prostate cancer is unique among the potentially lethal human 
malignancies in that there is a wide discrepancy between the high prevalence of histologic 
changes recognizable as cancer and the much lower prevalence of clinical disease. 
[0004] The concept that adenocarcinoma of the prostate exists in a latent and a clinical 
form is supported by epidemiologic, pathologic and clinical evidence. Although these 
divergent manifestations of prostate cancer have come in architectural and cytologic 
features, they can be distinguished from each other to some degree by differences in 
certain pathologic features, such as the volume, grade, and invasiveness of the lesion. 
[OOOSJ Prostate cancer has become the most common cancer among American men, 
and only lung cancer is responsible for more cancer deaths (Boring, C.C., Cancer 
Statistics, 41:19-36 (1991)). The age specific mortality rate has slowly increased over the 
past 50 years and in black American men is nearly double the rate found in white men 
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Applicant Authority Type:: 


Inventor 


Primary Citizenship Country:: 


US 


Status:: 


Full Capacity 


Given Name:: 


Craig 


Middle Name:: 


A. 


Family Name:: 


Rosen 


City of Residence:: 


Laytonsville 


State or Province of Residence:: 


MD 


Country of Residence- 


US 


Street of mailing address- 


22400 Roiling Hill Lane 


City of mailing address:: 


Laytonsville 


State or Province of mailing address:: 


MD 


Country of mailing address:: 


US 


Postal or Zip Code of mailing address:: 


20882 



Correspondence Information 

Correspondence Customer Number: 22195 



Representative Information 

Representative Customer Number:: 221 95 
Domestic Priority Information 

Application:: Continuity Type:: Parent Application:: Parent Filing Date: 

This Application Division of 09/123,386 07/27/98 

09/123.386 Division of 08/464,400 06/05/95 

08/464,400 Continuation-in-part of PCT/US95/01 827 01/20/95 



3 Initial 12/19/2001 
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Return Receipt Card 



OIPE: 



Please Date Stamp In The 
Box BeJow And Return To 
Addressee 




Application of: He et aJ. 
Application Serial No.: Unassigned 
Filed: Herewith 



Attorney Docket No.: PF150D2 
An Unit: Unassigned 
Examiner: Unassigned 



Title: Human Prostatic Specific Reductase 



Tbe following documents were filed by Human Genome Sciences, Inc. 
via band delivery on December 19, 2001; 



1 . Return Receipt Card; 

2. Serial Number Postcard; 

3. Fee Transmittal with appropriate fee(s) (in duplicate); 

4. Utility Application Transmittal; 

5. Application Data Sheet (4 pgs.); 

6. Specification: 31 pgs. Description; 4 pgs. [40] Claims; 1 pg. Abstract; 

7. Sequence Listing in written (on paper) (4 pgs.) and computer readable forms; 

8. Statement Under 37 C.F.R. 1 .821(f); 



10. Information Disclosure Statement with Form PTO/SB/08 and copy of reference AR; 

11. Copy of executed Declaration from prior Application No. 08/464,400; and 

12. Copy of Assignment papers from prior Application No. 08/464,400. 




JKE/CCB/ba 



Received from < 3013098439 > at 12/10/02 5:04:59 PM [Eastern Standard Time] 



